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EX PARTE APPEAL

BRIEF IN SUPPORT OF APPEAL

This Appeal Brief is submitted in support of the Notice of Appeal filed electronicalifiay 13,
2015. A communication mailed on May 14, 2015, from the Trademark TidaAppeal Board (TTAB)
indicated the deadline for filing the present Appeal Brief is sixty days fromatiesofl the appeal, or July

13, 2015.

Appellant and owner of the refused mark, Haht Sahs, su@mits the following in support of

registrationof the term HAHT SAHS
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l. ALPHABETICAL LISTING OF CITED CASES

H. Marvin Ginn Corp. v. Int'l Ass’'n of Fire Chiefs, In@28 USPQ 528 (Fed. Cir. 1986)
In re Am. Fertility Soc’y51 USPQ2d 1832 (Fed. Cir. 1999)

In re Country Music Ass’n Inc100 USPQ2d 182&T'TAB 2011)

In re Dial-A-Mattress Operating Corp57 USPQ2d 1807 (Fed. Cir. 2001)

In re DNI Holdings Ltd.77 USPQ2d 1436T TAB 2005)

In re Merrill Lynch, Pierce, Fenner and Smith, Ing.USPQ2d 1141 (Fed. Cir. 1987)
In re White Swan Ltd8 USPQ2d.534(TTAB 1988)

Magic Wand Inc. v. RDB Inc19 USPQ2d 1551 (Fed. Cir. 1991)
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Il STATEMENT OF THE ISSUE ON APPEAL AND REQUESTED ACTION BY TTAB

Registration of the present mark, HAHT SAHS, for use in connection with sauces has been
finally refused under the Trademark Act, section 2(e)(1). The refusal of ragisisabased on an

assertion that the mark is generic.

Appellantrespectfully requests reversal of the refusal and allowance of the present application, as

the mark HAHT SAHS is a suggesti unitary, and unique wording, and is not generic.

Il. ARGUMENTS

a. Appellant’'s Mark is not Generic Under the Appropriate Standard

Generic terms are common names that the relevant purchasing public understandy psmaril
describing the genus of goodssatrvices being soldn re Dial-A-Mattress Operating Corp240 F.3d
1341, 57 USPQ2d 1807 (Fed. Cir. 2001), citithgMarvin Ginn Corp. v. Int'l Ass’n of Fire Chiefs, Inc.
782 F.2d 987, 228 USPQ 528 (Fed. Cir. 198@)he critical issue in genericness cases is whether
members of the relevant pubpcimarily use or understand therm sought to be protected to refer to the
genus of goods or services in questidMarvin Ginn228 USPQ 528internal citations omitted); See also
In re Am. Fertility Soc’y183 F.3d 1341, 51 USPQ2d 1832 (Fed. Cir. 1988iMagic Wand Inc. v.

RDB Inc, 940 F.2d 638, 19 USPQ2d 1551 (Fed. Cir. 19943king this determination “involves a two
step inquiry: First, what is the genus of goods or services at issue? Secontiria gought to be
registered . . understood by the relevant public primarily to refer to that genus of goods or services?”

Marvin Ginn 228 USPQ at 530.

The Examining Atorney has the burden of establishing by clear evidence that a mark is generic.
In re Merrill Lynch, Pierce, Fenner and Smith, In828 F.2d 1567, 4 USPQ2d 1141 (Fed. Cir. 198V7);
re Am. Fertility Soc’ysupra;andMagic Wand Inc.supra. “Doubt on the issue of genericness is resolved

in favor of the applicant.In re DNI Holdings Ltd.77 USPQ2d 1435, 1437 (TTAB 2005).

3
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i. HAHT SAHSIs a Suggestive, tltary, and LhiqueWording and is Not Generic

The Examining Attornepelieves that the term HAHT SAHS merely descriptivef the name
of Appellant’s goods and further, that the term is geigan connection with the identified good¥he
Examining Attorneyprovidesthat the ternis a phonetic equivalent of Hot Sauce, which wouldjbeeric
for the goods. However, the Examining Attormmes not provide angvidencesupporing genericness

for the term HAHT SAHS

While the term is believed to Iseiggestive, unitary, and unique, and not descriptive, Agpell
has agreedf necessaryto amend the mark to the Supplemental Registerderto effectuate a

registration The discussion that follows is therefore in reference to the standard for genericness.

Marvin Ginnprovides the appropriate standard for a determination of genericness. TtasHKirst
under the standard ie determinethe genus of the Aghlant’s goods SeeMarvin Ginn 228 USPQ 528.
A proper genericness inquiry focuses on the description of goods or servicethsattfar application.
In re Country Music Ass’'n Inc100 USPQ2d 1824, 1827 (TTAB 2011 this case, the appropriate

genus of goodssitherefore Sauce$as set forth in the application.

The second task under the standard is then to determine whether the term, in thishse
SAHS isunderstood by the relevant public primarily to refer to that genus of gimoithés casesauces

Seeid.

In fact, there is no evidence of record that the relevant public understands the rneadyteon
to refer primarily to the genus, rather than Allgnt’'s goodsSee, e.gln re Am. Fertility Soc’y51
USPQ2d 1832Magic Wand Inc. v. RDB Inc19 USPQ2d 1551; ariarvin Ginn 228 USPQ 528
Further while the Examining Attorney did not provide any evidem@cgearch of the internet for the term

registered’4 hits, over 60 of which unequivocally refer to Afipnt’'s productSee Exhibit Aattached to
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a previous responsd his shows that the relevant public overwhelmingly associates the mark with the

Appellant.

ii. TheTermHAHT SAHS is not Equivalent to HOT SAUCE

The Examining Attorney, in the Office Action of May 19, 20f@rhvides that “anovel spelling or
an intentional misspelling that is the phonetic equivalent of a generic term is adsix ffegpurchasers
would perceive the different spelling as the equivalent of the generic t8em the Office Actionf May
19, 2014 citations omited. However, Appellant has demonstrated above that purchasers do not perceive
the different spellings as equivalent. In fact, enigply demonstrated byxBibit A, purchasers seek out

AppellantsHAHT SAHS hot sauce.

Further, significant visual anghonetic differences exist between &fipant’'s mark and the term
HOT SAUCE. In addition to thelear visual differences, the pronunciations may be distinct as kil
example, he standard pronunciation for the word saudge>s or[sas]. See, e.g.,

http://en.wiktionary.org/wiki/sauce#Pronunciatiolhe pronunciation associated with Afipnt's mark,

on the other hand, is SAHS, which can be r@sghss. Because there are a \warié potential
prorunciations for appellant’s maiihile the term hot sauce has a known pronunciation, the raegks
not phonetic equivalentdAdditionally, Appellant’s goods are typically purchased online or in stores. In
such situations, theubstantial/isual distinctiorbetween Appllant'smarkand the goods is critical, and

further mitigatesany risk that consumers would view the mark as generic

The Examining Attorney, in the Office Action issued on August 19, 2014, provides that “the
marks in question could clearly be pronounced the same” and that “such similaoiynd alone may be
sufficient to support a finding” that the words are confusingly similar. See tiee®@ittion citingln re

White Swan Ltg 8 USPQ2d 1534, 1535 (TTAB 1988).


http://en.wiktionary.org/wiki/sauce#Pronunciation
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However,White Swarsharply distinguishes between the standards for “likelihood of confusion”

and those for descriptiveness cases under 2(e) of the Trademark Act, providing that:

. . . there is a basic difference between a refusal to register on thecdgobu
likelihood of confusion . . . and a refusal to register on the ground of "merely
descriptive" . . . that causes us to reject applicant's requesipropriate cases,

the fact that a descriptive word has a double meaning may indicate that the

word is not " merely descriptive" of the goodsor services. In contrast, in the
context of likelihood of confusion, the fact that a word mark will be understood
by some individuals in a manner such that confusion with a prior mark is likely
and by other individuals in a manner such that confusion is unlikely, will
generally still result in a finding of likelihood of confusion, provided that the size

of the group of individuals who are likely to be confused is not inconsequential.

Moreover, in deciding the issue of descriptiveness, it isthe policy of this Board

to resolve doubtsin favor of the applicant and allow the mark to be published.

In contrast, in deciding the issue of likelihood of confusion, it is the policy of this
Board-as mandated by the Court of Aggips for the Federal Circuitto resolve
doubts against the applicant in favor of the registraidhite Swan Ltd 8

USPQ2d 1534 (Citations omitted, Emphasis added)

Indeed, if the question to be determined was whether the terms HAHT SAHS and HOT SAUCE
areconfusingly similar under the standards of Section 2(d) of the Trademark Act, enpligintial
pronunciations maxot prevent the mark from being confusingly similar, and doubts may be resolved
against the Apgllant. However, here, where the questiowhi®ther the mark is merely descriptive or

generic,White Swarprovides that multiple pronunciations and the resulting double meaning indicate that
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the mark is not descriptive (or generic), and clarifiesdibabts shoulde resolved ifiavor of the

Appellant

iii. Third Party Reqistrations Further Support Registration of the Mark

Further, a number dituations analogous to the present one demonstrate that the rejection of the
mark as generic would be inapprigpe in this case. Whil&ppellantrecognizes thahird party
registrations are not determinative of descriptiveness or genericness, the traceatsakalis
nevertheless replete with applications and registrations using phonetic playsdsriavereate unique,
source identifying m&s. Several such marks exist on the registegdads similar, or identical, to

Appellant’'s mark:

Mark Application | Disclaimer | Status Goods / services
Number required
SAUCEE 85/561,290 | No Registered | Organic Sauces; Vegetarian Sauces;
Hot Sauce
ZAUCE 85/801,596 | No Allowed Pizza Sauce
HOSSAUCE 75852679 | No Registered | sauces, namely barbecue sauce
SAAS 77737948 | No Registered | Hot sauce

Notably,none of these markgequiredany disclaimernor did any of them require amendment to
the Supplemental Registedust as HOSSAUCE and SAAS were found to be registrable, so too should

Appellant’s mark be registrable.

iv. The Examining Attorney \WsUnsure ofGenericness in This MattemndDoubt

on the Issue of Genericness is Resolved in Favor of pipell&ant
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It is further believed that the Examining Attorney has not satisfied her burden of establishing b
clear evidencehat the mark is generitn re Merrill Lynch, Pierce, Fenner and Smith, in¢.USPQ2d
1141;In re Am. Fertility Soc’ysupra; and Magic Wand Incsppra. This must be shown by illustrating
that the relevant community views the term as a generic, common descriptive term dte\thntr
products. h this caseno such evidence was provided, and it is believed that the Examining Attorney was

not fully convincedf genericneskerself.

In fact, the mark appears to have completed a publication/issue review at the USPTO, and the
Office published a Trademark Snap Shot Publication Stylesheet, on April 1, 2@1BxI8bit Battached
to a previous responséDoubt on the issue of genericness is resolved in favor of the applitane.”
DNI Holdings Ltd, 77 USPQ2at 1437;see alsdVhite Swan Ltd 8 USPQ2d 1534 (providing than“
deciding the issue of descriptiveness, it is the policy of this Board to resolve dofaxsriof the
applicant and allow the mark to be publisheth this casenot only does the evidence clearly show that
the public recognizes Agflant’s mark as a unique source identiflart the Examining Attornelgerself

indicated thasheinitially believed the mark to be registrable
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V. CONCLUSION

In light of the foregoingthe refusal of registration based on genericness should be reversed and
the pending application should be advanced to public&tioregistration on the Principal Register, or in

the alternative straight to registration on the Supplemental Register

Respectfully submitted,
Myers Wotn, LLC >

—
Harris A—Wetifi

Myers Wolin, LLC

100 Headquarters Plaza
North Tower, 6th Floor
Morristown NJ 079665834
Phone: (973%01-7159
Fax: (866) 8643947

Email: tm@myerswolin.com
Attorneys for Petitioner

Dated: June 10, 2015
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